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DETAILED ACTION 

Claim Rejections - 35 USC §112 

. 1 . The following Is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-6.12,15,17-19,21,22, and 27-30 are rejected under 35 U.S.C. 112, 

second paragraph, as being indefinite for failing to particularly point out and distinctly 

claim the subject matter which applicant regards as the invention. 

In claim 1: the term "the imier box holder" is confusing since it is imclear as to what this 
"inner box holder'* is referred to (i.e., "the first inner box holder" or a different inner box holder). 

In claim 2: the phrase "a second inner box holder suitable to accommodate the 
inner box" is confusing since it is unclear if this "inner box" is the same or different "inner 
box" as claimed in claim 1; therefore, it is not clear what is being claimed; and the 
phrase "a portion of the inner box projects through an opening in one of the upper or 
lower sides of the second inner box holder" is confusing since it is unclear as to what 
the term "the inner box" defines and/or intends to be encompassed. Is this "inner box" 
the same or different "inner box" as claimed in claim 1? 

In claim 5: the phrase "the direction of the bottom wall tapers slightly" is 
confusing since it is unclear as to what "the direction of the bottom wall" defines and/or 
implies. 

In claims 17-19: the phrase "the inner box is detachably connectible with the first 
inner box holder" is confusing since as claimed in claim 1 , the inner box is being 
"detachably coupled" and not "detachably connectible". 
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In claim 29: the phrase "a circumferential projection on an end of the inner box 
which engages an edge of the second inner box holder when the portion of the inner 
box projects through the opening of the second inner box holder" is confusing since it is 
unclear if this "inner box" is the same or different "inner box" as claimed in claim 1 ; 
therefore, it is not clear what is being claimed. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1-6.12,15.17.18.21.22, and 30 (as best understood) are rejected under 35 
U.S.C. 102(b) as being anticipated by JP2002-326630 (JP630). 

For claim 1, JP'630 discloses a flower box assembly comprising an inner box 
(12) and a first inner box holder (14), the inner box having a bottom wall and at least 
one closed sidewall. the first inner box holder having at least one sidewall and an open 
lower side and upper side, the inner box being detachably coupled with the inner box 
holder (Note that The American Heritage Dictionary oftlie Englisti Language, Fourth 
Edition copyright © 2000 by Houghton Mifflin Company (on line version at 
Dictionary.com) defines the term "coupled" as "to link together; connect" or "something 
that joins or connects two things together; a link" or "to form pairs; join". Therefore, it is 
the Examiner's position to interpret that JP630 does disclose the inner box being 
detachably coupled with the inner box holder). 
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For claim 2. JP'630 further discloses a second Inner box holder (22) such that the 
first inner box holder being operable to support the second inner box holder when the 
second inner box holder rests on an upper side of the first inner box holder. 

For claim 3, JP'630 further discloses that the first inner box holder differs from 
the second inner box holder. 

For claims 4, 21 and 22, JP'630 further discloses that the sidewalls of the first 
and second inner box holders taper slightly towards each other. 

For claim 5, JP'630 further discloses that at least one sidewall of the inner boxes 
tapers slightly. 

For claim 6, JP'630 further discloses that in the at least one sidewall of the first 
inner box holders, at least one light passage opening. 

For claims 12 and 15. JP'630 further discloses the second and first inner box 
holders with lower edges wherein the lower edges form cooperative engagement (i.e., 
toothed provision 22f,12b,52b) for stable stacking. 

For claims 17 and 18, JP'630 further discloses the inner box is detachably 
connectible with the first inner box holder. 

Regarding the intended use of the first and second box holders and the inner box 
as claimed in claims 1-6,12,15,17-19,21,22, and 27-30, it Is noted that it is well settled 
case law that such limitations (for example only, "the inner box being detachably 
coupled with the Inner box holder", "a second inner box holder suitable to accommodate 
the inner box... when the second inner box holder rests on an upper side of the first 
Inner box holder", "the first Inner box holder Is nestable within another", "the inner boxes 
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is nestable within another", "the inner box is detachably connectible with the first inner 
box holder when the first inner box holder is in a first position, and the inner box is also 
detachably cx)nnectible with the first inner box holder when the first inner box holder is in 
an inverted, second position^ "the first inner box holder extends substantially within the 
first inner box holder, and the inner box is said second position extends substantially 
outside of the first inner box holder"', "the inner box is placeable in the first inner box 
holder*', "a circumferential projection on an end of the inner box engages an edge of the 
second inner box holder when the portion of the inner box projects through the opening 
of the second inner box holder", "a second inner box holder, which is inverted and 
placeable on an upper side of the inner box, or one the upper side of the first inner box 
holder, wherein the first inner box holder is placeable atop the second inner box 
holder"), which are essentially method limitations or statements or intended or desired 
use, do not serve to patentably distinguish the claimed stmcture over that of the 
reference. See In re Pearson . 181 USPQ 641: In re Yanush , 177 USPQ 705; In re 
Finsten/valder . 168 USPQ 530; In re Casey . 152 USPQ 235; In re Otto . 136 USPQ 458; 
Ex parte Masham . 2 USPQ 2nd 1647; and MPEP 21 14 & 21 15. MPEP 21 14 which 
states: A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claims. Ex parte Masham. 2 USPQ2d 1647. 
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Claim Rejections • 35 USC § 103 

5. The following Is a quotation of 35 U.S.C. 1 03(a) which fonms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 19 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP2002-326630 (JP'630). 

As described above, JP'630 discloses most of the claimed Invention except for 
mentioning that the engaging force is greater than the weight of the first inner box 
holder. However, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made that whether the engaging force is greater than or less 
than or equal to the weight of the first inner box holder is a matter of design choice 
wherein no significant problem is solved or unexpected result obtained, and it appears 
that the invention would perform equally well with the engaging force such as one 
taught by JP*630. 

7. Claims 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP2002-326630 (JP'630) In view of JP2003-1 70981 (JP'981 ; see Figure 7 attached 
at the end of this Office Action for further explanation). 

As described above, JP'630 discloses most of the claimed Invention except for 
mentioning a circumferential projection so as to engage two boxes together. 

JP'981 teaches a box assembly similar at that of JP'630 wherein JP'981 's box 
assembly having a circumferential projection so as to engage the two boxes (1 ,2) 
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together (see Figure 7 especially). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have modified the box assembly of 
JP630 so as to include the use of a circumferential projection, in a similar manner as 
taught in JP'981 , since to do so would allow the two boxes to be engaged more 
securely and thus provide a more stable stacking manner. 

Response to Arguments 

8. Applicant's arguments filed 4/13/06 have been fully considered but they are not 
persuasive. 

9. In response to Applicant's remarks on Election/Restricitions, Applicant is referred 
to paragraph #1 of the Offlce Action dated 1/13/06 for further explanation/support. 

10. Applicant's arguments with respect to the references EP 1306319 and Ramsay et 
al. (US 5042674) have been considered but are moot in view of the new ground(s) of 
rejection. 

11. In response to Applicant's arguments that JP'981 is completely silent as to a 
circumferential projection, Applicant is referred to Figure 7 of JP'981 attached at the end 
of this Office Action for further explanation. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a firet reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Trinh T. Nguyen whose telephone number is (571) 272- 
6906. The examiner can normally be reached on M-F (9:30 A.M to 6:00 P.M). The 
examiner's supervisor, Teri Luu can be reached on (571) 272-7045 for the purpose of 
status inquiry only. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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